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IN THE DRAWINGS 

Although the Examiner accepted the drawing figures. Applicants include with tiiis paper 
formal figures that follow the Appendix after page seventeen (17). 
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REMARKS 

Status of Prosecution 

Claims 1-25 are pending in the present application. 

In the Office Action mailed by the Examiner on January 28, 2008 the Examiner rejected 
claims 1-25 under 35 U;S.C. §103(a), arguing that the claims are obvious over PubHshed U.S. 
Patent Application 2003/0144929 to Wakamatsu published on July 31, 2003 ("Wakamatsu 
Application") in view of U.S. Patent No, 6,282,274 to Jain^M aL issued on Augusit 28, 2001 ("Jain 
Patent"). 

The Exainihier also objected to dependent claiin 6 because of a missing word. Asi indicated 
in the two Listings of Pending Claims beginning on page 4 of tiiis paper, Applicants amended 
claim 6 to overcome the objection. 

Replacement drawiiig sheets to covert approved but, infoniial figures to formal figures are 
included. An Appendix including the replacement drawing figures is attached following page 22 
of this paper. 

Having respectfully replied Xo the Office Action, Applicants request that' the Exarniner 
withdraw both the objection and the rejections of the pending claims. 

Rejections under 35 U.S.C. §103(a) 

In paragraphs 2t8 of the Office Action the Examiner rejected claims 1-25- under 35 U.SiC. 
§103(a), arguing that the claims are obvious over the Wakanriatsu Application in view of the Iain 
Patent. 

The Wakamatsti Application is- sometimes feferreid to in this paper as the Primary 

Reference, and the Jain Patent as the Avuciliary Reference. 

35U.S.C. §103 provides: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 102 of this 
title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the inveiltion was 
made to a person haying ordinary skill in the art to which said, 
subject rnatter pertains. Patentability shall hot be negatived by the 
manner in which the invention was made. 
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Applicant respectfully submits that the differences between the subject matter sought to be 
patented, and the references cited by the Examiner,, are not such that the subject matter as a whole 
would have been obvious at the tinie the invention was made to a person having ordinary skill in 
the art tq which the subject matter pertains. 

Accordingly, neither the Primary Reference, nor the Auxiliary Refefeiice, alone or in 
combination, provides a prima facie hasis for rejection of the claims und^r examination for atlcast 
the following reaisons: 

A. Primary Reference Fails to Satisfy the AlKElements Rule of MPEP §213:1 , 

MPEP §2131 provides: 

A claim is anticipated only if each and every element as set forth iii the 
claim is found, either expressly or inherently described in a single prior art 
reference... The identical invention must be shown in as complete detail as 
contained in the claim... [and] the elements must be arranged as required in 
the claim . (Emphasis added) 

1. Absence of Identifier and Communication Type . The Examiner, advances 
arguments invoking obviousness based 6x1 a cpmbinatibn of referericies. The Examiner is 
compelled to combine references because no single reference includes each ^and eyery element 
claimed by Applicants. 

The Examiner concedes that the Wakarnatsu Application, also referred to as the Primary 
Reference, fails to include the unique elements disclosed, illustrated, and claimed in the 
Application under examination. Oh page 3, paragraph 4 of the Office Action the Examiner 
expressly acknowledges that the Primary Reference "does not expressly show the identifier b^ing 
assigned a conrununication. type and the account being associated with a communication type. -' 
Applicants agree with that observation. Applicants haye uilderlined the conjtinctive **ahd" 
between "communication type" and "the account" because it will become evident that neither the 
Primary Reference nor the Auxiliary Reference, alone or in combination, disclose that combination 
of elements. 

The Examiner argues, however, that the Jain Patent, also referred to as the Auxiliary 
Reference, "shows an identifier being assigned a communication type and an account being 
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associated with a communication type (abstract)." Applicants presume that the parenthetical 
reference to "abstract" is the Examiner's shorthand way of expressing that the communication type 
and the account associated with the communication type are shown only in the abstract of the 
Auxiliary Reference. 

Applicants respeetfully disagree with and traverse the Examiner's argument. 

The Examiner apparently seeks, to equate the unique features and eljements of the 
Application under examination with unrelatied features arid elements in the Primary and.Auxiliafy 
Referaices. 

The Application under examination claims an *Mdentifier, the identifier identifying a digital 
processing device ....'' See Application, independent claini 1, page 16. As has been conceded by 
the Examiner^ it is true that the Primary Reference does not, expressly show an identifier being 
assigied a communication type and an account beiiig associated with a communication type. But 
it is also evident that the Primary Reference, does not show or claim an identifier that identifies a 
digital processing device . 

The Examiner argues that the Auxiliary Reference fills tiie. voids in the Primary RfeiferencC; 
However, the Auxiliary Refereiice claims only "a network resource, allocation designator;" See 
Jain Patent, column 12, lines 23-24. The designators of the Jaiii Patent, arid the identifier of the 
Application under examinatibh, are dissimilar and uj^ The "designator" of the Jain Patent is 
not used to identify a digital proc^sing device. In addition, the eonjunctiye aspects and features of 
the AppHcatipn under examination also are absent .fi'om the Jain Patent: not only does the 
identifier iii the Applicatioii identify a digital, processing device, the identifier is fiirther assigned a 
comihunication type (business, personal, etc.). See. Application,.page 16, claim L 

In neither the Primary nor Auxiliary Reference is there a . suggestion of (a) an identifier (b) 
that identifies a digital processing device and (c) is fiirther assigied a eommunic^tipn type. 

The abstract of the Jaiin Patent, on which the Examiner relies for support* states that calls 
"may be distinguished... by the call originator" into business and or personal categories. The: 
identifier of the Application under examination, hdWever, claims that the identifier not only 
identifies a digital processing device, it also is assigned a communication tvpe . See Cldiih 1, page 
16. The classifications by communication type are automatic, not merely an option. That feature 
is consistent with at least one objeictive of the Application under examination: "[tjhefe is a need 
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for vehicle owners to distinguish between personal and business use of the MGT [mobile 
communication terminal] so tiiat vehicle operators can be billed for their personal data, networking 
usage.'' See Application, page 2, para^aph [0005]. 

Therefore, the Examiner's assertion that it would have been obvious to a person skilled in 
the art at the time of the invention to modiiy thie billing service apparatus of the Primary Reference 
as taujght by the Aiwciliary Reference is unsupported. 

2- Absence of a Processo r for Receiving a Data Packet . The Examiner also seeks to 
assert, as the Examiner must to support arguments using the cited references, which the 
Wakamatsu Application discloses the processor disclosed, illustrated and claimed in the 
Application under examination. 

More specifically, the Examiner argues that the Wakamatsu Application "shows" an 
apparatus that includes "a processor for receiving a data packet, the data packet comprisiiig an 
address, the processor for comparing the address to the identifier and for adjusting an account if 
the address matches the identifiier," siting paragraphs [0027] and [0116] of the Wakamatsu 
Application. 

Applicants respectfully disagree with and traverse tiie Examiner's argument, 

To the contrary, nbthitig in the Primary Reference "shows" a (i) processor (ii) for 
comparing the addresis to the identifier (iii) and for adjusting an account if the address matches the 
identifier. Certainly paragraphs [0027] and [0116] of the Wakamatsu.Application fail to do so. 

Paragraphs [0027] merely recites that in the "twelfth mode-' of the Wakamatsu. invention, 
the "identifying information" is one of three kinds of addresses. 

Paragraph [0116] of the Primary Reference begins with the predicate, "[Qf necessary for 
billing. . ." Billing, however, is the stated goal and ol?jective of the Application under examination. 
The language and phraseology of paragraph [0116] of the Priinary Reference is muddled, but 
appears to include no suggestion, or teaching of adjusting an account if aii address matches an 
identifier . 

Accordingly, the Examiner's argument that the Wakamatsu Application shows an 
apparatus that include a processor for receiving a data packet, the data packet comprising an 
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address, this jprbcessor for comparing the address to the identifier and for adjusting ah a;ccount if 
the address matches the identifier, is unsupported. 

,3, Absence of Second Account . The examiner correctly concedes that, the 
Wakamatsu Application fails to * -expressly show biiUng a second account, the second account 
associated with a second type of conununication, if the address does not match the identifier." See 
OfiRce Action, page 3, paragraph 6. 

Unable to find support for the unique features of the Application under examination in 
either the Primaiy or Auxiliary References, the Examiner resorts to implication rather than express 
recitals. The Examiner argues that the Jaiii Patent prdvides itemization by service account, which 
" implies" thait "when an initial address-identifier pairing fails, subsequent pairings^ including a 
* second' pairing, are conducted until a match is found.*' See Office Action, page 3, paragraph 6. 
The implication is an impermissible inference by the Examiner, unsupported by any evidence. 

The Exarninef 's ihfereince has the ring of inherency unsupported by evidence: As noted by 
the CAFC, arguments having the: ring of "common knowledge*' do not establish aprima facie case 
of obviousness. What must be shown is tiie "specialized knowledge and expertise contemplated 
by the Administrative Procedures Act." See//i re Lee, 277 F.3d 1338, 1343, 61 USPQ2d 1430, 
1433 (Fed. Cir. 2002). 

4. Not Well Known in the Art . On page 4, paragraph 8, earried-oyer to page 5, the 
Examiner further concedes that the combination of the Primary and Auxiliary References fails to 
show other unique featxxres of the Application under examination. 

For example, neither of the two cited references teaches what happens if a data packet is 
not forwarded to the digital processing device if the address does not match the identifier Neither 
of the two cited references teaches use of a transceiver for transmitting a message to an originator 
of the data packet. 

The Examiner, therefore, is forced to rely on the argument that such features are "well- 
known in the art." 

Applicants respectfully disagree with and traverse that argurnent. 
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As the U.S. Supreme Court has observed, "[k]nowledge after the event is always easy, and 
problems once solved present no difficulties. .." Diamond Rubber Co, v. Consolidated Rubber 
Tire Co., 220 U.S. 428, at 435-436 (191 1). The Supreme Court further noted that patent law "has 
other tests of the invention than subtle conjectures o£ what might have; been seen and yet was 
not..." DiamondRubber Co., 436. 

The Board of Patent Appeals and Interferences, since the decisidn of /« re Sang.su Lee, 
277 F.3d at 1344, 61 USPQ2d at 1434-1435 (CAFC, 2002), has held several times that it is 
improper for an. examiner to hold claims unpatentable for obviousness based solely on coiiclusbry 
statements about what is '^common knowledge" or *Svell known" in the art, without objective 
evidence in.support of that knowledge. There is ho evidence directing a person of ordinary skill in 
the art to combine such features with the other unique features of the Application under 
(examination. 

No Suggestion. Teachi ng, or Motivation to Combine . As stated in the MPEP 
§706.02(j), to establish iprima facie case of obviousness, three basjc oriteria must be satisfied: (1) 
a suggestion .or motivation to modify the cited reference or to combine the teachings in the cited 
references; (2) a reasonable expectation of success; arid (3) the cited references must t^h or 
suggest all. the claim limitations. The cited referaice ''must expressly ;0r impliedly suggest the 
claimed invention...." (Emphasis added) As also provided in MPEP §2143.01, the "mere fact that 
references can be combined or . modified does not render the resultant combination obvious unless 
the prior art also suggests the desirability of the combination. " 

Oh April 30, 2007 the U.S. Supreme Court issued its opinion in KSR International Co. v. 
Teleflex. Inc., 127 S. Ct. 1727, 167 L. Ed. 2d 705 (2007) ("KSR Opinion"). 

On May 3, 2007 the Commissioner of Patents sent a menlOfandum, to the Technology 
Center Directors that the KSR Opinion (a) reaffirmed the Graham factors,, (b) did not reject the use 
of "teaching, suggestion, or motivation" ("TSM Test") as a factorih the obviousness analysis, but 
merely rejected a rigid, application of the TSM Test, and (c) reaffirmed the need to identify explicit 
reasons that would have prompted a person of ordinary skill in the art to tombine the prior art. 
elements in the manner suggested by an Examine. 
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The Examiner has not offered expHcit reasons why a person of ordinary skill in the art 
would seek to combine the references as suggested by the Exaniiiier Accordingly, Applicant 
submits that a prima facie case for obviousness .does not arise from aconlbination of the references 
cited by the Examiner. 

Nothing identified by the Examiner in the Primary Reference or in the Auxiliary Reference 
supports a prima facie case, of obviousness based on the standards of MPEP §706.020). 
Specifically, the Examiner has not shown explicit the reasons that would have prompted a person 
of ordinary skill in the art to combine the prior art elements in the manner suggested by an 
Examiner. 

In additioiii nothing in either reference teaches or suggests the combination urged by the 
Examiner. 

No Support for Qbvioushess under the ''Simple Substitution- Test of KSR . 

In its KSR opinion the Supreme Court also stated that 'Svhen a work is available in one 
field of endeavor, desijgn incentives and other market forces can. prompt variations of it, either in 
the same field or a different one" and *Hf a. person of ordinary skill can implement a predictable 
variation, §103 likely bars its patentability." Having advanced that observation, however, the 
Court conceded that using those concepts **may be more difficult in other cases than [in KSR] 
because the claimed subject miattar may involve more than the simple siibstitutidn of one kilown 
element for another or the mere application of a known techiiique to a piece of prior art ready for 
the improvement." See KSR. 127 S.Ct. at 1735. 

The Supreme Court's recognition of the problem is consistent with the rule that references 
may not be modified or combined, if their function is destroyed, See MPEP §2143.0L If the 
proposed modification or combination of the prior art would change the principle of operation of 
the prior art invention being modified, then the teachings of the references are not sufficient to 
render the claims prima facie obvious. 

Because the Primary Reference teaches a an internet use charging system (see face sheet, of 
the Wakamatsu Application, the title), but the Auxiliary Reference teaches only selectable billing 
options . for^ a single communications account (see face sheet of the Jain Patent, the title). 
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combining either reference with the other would necessitate a change in the principle of operation 
of either such other reference. 

The case example provided in MPEP §2143.01 supports Applicant's position. In that, 
example, the reference required rigidity ;for operation, whereas the claimed invention required 
resiliency, in.that case, the Court reiversed the rejection stating that the "suggested combination of 
references would require a substantial recohstructidn and rediesign of the elements shown in [the 
primary reference] as well as a change in the basic principle under which the [primary reference] 
construction was designed to operafe." Thie same situation clearly applies to the references cited 
by the Exaniiner. Thus, it is respectfully submitted that modifying either of the reifererices iii view 
of the other is improper as provided in MPEP §2143 .01 . 

Accordingly, the assertion of obviousness in this case must also be withdrawn because the 
claimed subject matter in the Application involves far more than the simple substitution of one: 
known element for ianother. 

In addition, a prirna facie case of obviousness has not been established because the claimed 
subject matter in. the Application clearly is not the mere application of a known technique to prior 
art ready for iniprovement. 

D. No Support for Obviousness under they'*Reasdn to Combine-* Test of KSR . The 
Supreme Court also stated in KSR that "often it will;be necessary.., to determine whether thdre 
was an apparent, reason, to combine the known, elements in the fashion claimed by the pat^t 
[application] at iissue.*- {KSRi emphasis added.) 

As indicated above,, hardly any of the unique elements and features of the Application 
under examination are included in the Primary Reference;; and the AuxiUary Reference, as shown, 
certainly does not supply the missing elements. 

In addition, the Examiner has advanced no apparent reason to combine the elements in the 
fashion claimed by Applicant. See §2131)/ 



E. Failure of Common Sense . The Supreme Court also stated in KSR that cdmnlon 
sense teaches that familiar items "may have obvious uses beyond their primary purpose." 
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Although true that comrnpn sense is the most uncommon of senses, it is evident that, the 
fact that familiar items may have obvious uses beyond their primaiy purpose does not mean that a 
person skilled in the art would be motivated to combine elements in the manner of Applicant's 
method and apparatus for providing separable billing services . 

"Most if not all inventions arise fix)m. a combination of old elernents.,.Thus, every element 
of a claimed invention may often be found in the prior art. However, identification m the prior art 
of each individual part claimed is insufficient to defeat patentability of the whole claimed 
invention; See //i re Kotzab, 217 F.3d 1365^ 55 USPQ2d 1 3:13- (Fed. Cir. 2000), Or; as restated by 
the KSR Cburt, "inventions in most, if mot all, instances rely upon building blocks long since 
uncovered, and claimed discoveries alrnost of necessify will be combinations of what, in some 
sense [presumably ^bnimon sense], is already known." See a:67? at 15. 

Thus, the c?pmmon sense urged byXoteafc.and ^5/? indicate that that the Examiner has not 
estabUshed di prima facie case for obviousness, 

F. Hindsieht Bias. The KSR Court ^so reeorifirmed the. impd 
prey to hindsight bias." See ATiS/?, at 17, and MPEP §2143, second paragraph. 

As also provided.in MPEP §2143,01, the '*mere fact that refeences can be combined or 
modified does not render the resultant combiaation bbVipus unless the prior art also suggests tfie 
desirability of the combination," 

Examiners are to. "be aware, of course; of the distbrtibn (caused by Kiiidsight bias and must 
be cautious of arguments reliant upon ex po^r reasoning;" KSR, \± Examiners are to avoid the 
"temptation to read into the prior art the teachings of the invention in issue," A^5K, at 17, citing 
Gra/iam, 383 U.S. at 36. 

Dependent Claims. Regarding the riejectidn of dependent claims, in view of the 
foregoing demonstration of the patentability of independent claims, the dependent claims are, of 
course, also patentable because they are directly or indirectly dependent on independent claims. 
Under 35 U.S.C. §103, as provided in MPEP §2143.03, if an independerit claim is nonobvious 
under §103, then any claim depending therefrom is also nonobvious. S^ In re Fine, 837 Fi2d 
1071, 5 USPQ2d 1596 (Fed: Gir. 1988). 
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H. Conclusion. For at least the foregoing reasons, Applicants respectfully request that 
the Examiner withdraw the objection and the rejections because all pending claims in the 
application are patentable. Accordingly^ reconsideratibii and allowance of this application are 
earnestly solicited. 

Drawings 

Apiiiicant files herewith, formal drawings to replace the originally filed informal drawings. 

Applicant submits-that the above amendments- to die drawings.do not make any substantive 
changes or introduce aiiy new material but sirnply render the application in better condition for 
allowance. The formal drawing figures are consistent with the specification as originally 
submitted. Therefore, approval and entry df the above amendments ar^ respectfiiUy requested. 

REQUEST FOR ALLOWANGE 
In view of the foregoing. Applicant submits that all pending claims in the application are. 
patentable: Accoirdirigly, reconsideration and allowance of this application are earnestly solicited. 
Should any issues remain unresolved, the Examiner is encouraged to telephone the undersigned, at 
the numba- provided below. 



Respectfully submitted, 



Dated: May 30, 2008 



QUALGOMM Incorporated 
5775 Morehouse Drive 
San Diego, California 92121 
Telephone: (858) 651-4125 
Facsimile: (858) 658-2502 




Richard A. Bachand 
Reg. No. 25,107 
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APPENDIX 

Replacement formal drawing sheets follow this page. 



